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Application7Control Number: 10/050,908 
Art Unit: 1712 

DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

contemplated by the inventor of carrying out his invention. 

2. Claims 29-45, 50, 56-60, and 62 are rejected under 35 U.S.C. 112, firs, paragraph, as 

faihngto comply with theenab^^^^ 

was not described in the specification in such a way as to enable one skilled tn the artto which it 
pertains, or with which i, is most nearly connected, to make and/or use the invention. The above 
claims define (a) a vinyl s.loxane ingredient and (b) a hydrosiloxane ingred.ent, in terms of 
viscositymeasuredincps. Viscosity is a temperature dependent property; however, Applicant 
fails to disclose a, which temperature, these clatmed components possess their viscosity ranges. 
3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

subject matter which the applicant regards as his invention. 
4 Claims 1-28, 46-49, 51-55, and 61 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for faihng to particularly po.nt out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 1 , improper Markush language is used to define 
When using the language "is se.ected from the group consisting of, embodtments should be 
presented in list form using the word "and" - not the word "or". 

5. Claims 33-36 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
faihng to particularly point ou, and distinctly claim the subject matter which applicant regards as 
the invention. 
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Cairns 33-36 recite the .imitations "said transition metal", "said metal alloy", "said 

an ,eeedentbas i s f or,hislim„ati„ninthec,a,m.Thesecla I msshou,ddepe„d„nc,a,m30. 
Specification 

6 The following is a quotation of the first paragraph of 35 USC §112: 

CSaLTby the inventor of canytagouthtsnwen.,™. 
The following is aquotation of 37 CFR §1.71(a): 
(a) The S p<xif,ca,ionmu S t,nc,ode.^ 
™« nearly connected, to make and ose the same. 

Tpes P eeifieafio„i S ob j eeted,ounder37CFR § 1.71beean S e:Appliean,fai.s,odi S e.ose 

ingredient, are measnred at. The diselosed viseosi.y ranges are meaningless wtthout a 
temperature beeause viseosity is a temperature dependent property. 

Claim Objections 

7 c,aimsl-2B,46-49,51-55,and6,use"(irtodenoteho,hanabrasivesnbstra,e,ayerand 
aeompoundofformulall. Wis used to denote botbataehyge, layer andaeompound of 

formula 111. Alternate notation should be used for these components. 

g c,aim48nses»(ar«odenotebo,bafirst 1 ayerofma,eria.andasi,iconeresinofFormn,a 
I ..^-isusedtodenotebothasecondsnbstratelayerandacrosslinkingcompound. Alternate 

notation should be used for these components. 
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9 c^,**-^**-**""*""" ies: "siticone carbide, 
^^^^^■■^-^^^^^ 
oxide-- . Appropriate correction is required. 

10 c«-»«^^«--- - " fl ■ --,,,B, ^ Tta " d,, ™ 

occurring material. 

Claim Rejections - 35 USC §102 

basis for the rejections nnder this section made in this Office action: 

A person shall be entitled to a patent unless - 

„ Claims I. 2, 5-9, .8-30, 33, 37, 46, 5,-54, and 56-59 rejected under 35 U.S.C. ,03(6) as 
being anticipated by Lo (US Pat. No. 4,774,1 1 1). 

Ina „ofthe above-mentioned Cairns, the instant invention indudes the preantb.e 

^^^^^^^^^^^^ 

.ereivrec.testhepnrposeofaprocessortbemtendeduseofastrnctnre.andwherethebod.of 

lh ec„m does no, depend on the preamb.e for compieteness but, mstead, the process steps or 
smctu ra 1 ,imi«ation S areab 1 etos a nda,one.See, re ^,535 F . M 67,,90USPQ,5 
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(C CPA 1 976,a nd ^v.^, 1 87F, dl 50, 15 2,S 8 USPQ478,48 1 (CCPA 1 9 51 ). I n«he 
instant case, the preambie merely recites the intended use of a structure, and thebodyofthe 

weight. 

13 R e g ard I n g c 1 a im s,,2,5,9,18-28,46,and5 1 -54,Lodisc.oses W ana rt ic 1 eco m pnsin g: 
(l)anabra s 1 vesnbs, r ate 1 a y e r (co 1 n m n 1 3,.ine Sl - 5 );a„d ( i i )a,c kyg enaye r , wherein said 

tacky g el layer comprising: (a) a silicone base resin having the Formula I: 

R 3 Ri R> R ' 

R 4 -Si-(0-Si)„-D-(Si-0)„-Si-R4 

| I I I 

Rj Me Me Rs 

wherein: R„ R 2 , R 3 , R., and R 5 are tndependendy sdected from: hydrogen, C, a.kyl, C,. 6 

D is a divalent linkage selected from the group consisting of: -0-, -S-, -(CH 2 ),CH 2 -, - 
(CH^O-.-OCCH^CH.-.wheremr.s an integer from 0-10; n and m are independently 
inte gersfrom0,o,000,a„dmesumofnandmisno,lesstha„abont,0(column5,hnes22- 

52); andWacross^mg compound selected from: (i) a compound hav.ng the Formula II: 

R 3 ' R.' Rs' Y 

R 4 ._ 1 Si-(0-Si) n ,-D-(Si-0).-Si-R4' 

I I 1 1 . 

r 5 > Me Me Rs 
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having the Formula III: 

R, H Me Rn 

R7 _Si-O-(Si-O) P -T-(Si-O) q -Si-R 10 

I I I 1 

r 8 Me Me Rq 



-Si— O- 



Me Tp7 Me 

o 

i 

Me -Si- Me 
Me 



, oalMph e„ y ,a„ d s i sa n ,„ teg e rfr o m O t oSOO(co, m nM 1 ne4 lto o UghC o lu ™ 7 ,Hne. ) ; 
H o m uM 1 ,o, h e S u m on h eva, U es f o tP ,< 1 ,a nd so fF o™ Ul anUco lumn5 ,U n e Sl 4, 1 ,o, Um n 
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from: a transition metal, metal alloy, composite componnd, or natnrally oecnrring material 
(colnmn 12, lines 62-68); (5) wherein said transition meta, is selected from the group consisting 
of copper, nickel, palladium, tungsten, rhenium, rhodium, and cobalt (column 12, lines 62-68); 
m wherein said abrasive substrate layer has surface abrastons obtained from one or more of: 
surface roughening, plating up, etching, stamping, cutting into the substrate surface, molder or 
sputtering (column ,3, lines 1-5); (IS) wherein for the siticone base resin of Formula ., the sum 
of m and n is about 10 to 1000 (column 5, lines ,4-21); (19) wherein D is oxygen (co.umn 5, 
lines 22-52); (20) wherein R 3 is vinyl (column 5, lines 22-52); (21) wherein either of or both of 
R< and R 5 are methyl (co.umn 5, tines 22-52); (22) wherein the cross-linking compound has the 
Formula . (column 6, tine 41 through column 7, tine 4); (23) wherein the srlicone base resin has 
the Formula I, and R 3 is vinyl (column 5, lines 22-52); (24) wherein for the siticone base resin of 
Formula 1, either of, or both of R« and R 5 are methy, (column 5, lines 22-52); (25) wherein the 
si«conebaseresinhastheFormu,aI,andDisoxygen(co,um„5,tines22-52); W wherein,he 

cross-linking compound has the Formula III, and the sum of p and q is from about 0 to 800 
(column 6, line 4, through column 7, line 4); (27; wherein T is a single bond (column 6, line 4, 
tough co.umn7,line4);(2 S >whereinR',R',R 8 ,R',R'°,andR»aremethy,(co,umn6,tine 

4, through column 7, tine 4); (46) wherein said abrasive substrate layer is homogeneous and 
comprisesasinglemateria, having an abrasive surface (cdumn 13, tines 1-5); (5« wherein sa,d 
tacky gel layer comprises from about 2.0 to 5.0 wt% of a crosslinking compound (column 7, 
lines 21-29); (52) wherein satd tacky gel layer comprises from about 2.0 to 3.0 wt% of a 
crosstinkmg compound (co.umn 7, tines 2.-29); (53; wherein .tie catalyst is a curing catalyst 
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(column 8, lines 51-59); and (54) wherein the said curing catalyst is a platinum containing 
catalyst (column 8, lines 51-59). 

14. Regarding claims 6-8, even though further embodiments are listed (which are not 
dl sclosed in the reference), the scope of claims 6-8 remains inclusive of a transition metal, metal 
alloy, composite compound, and naturally occurring material; therefore, the claims are 
anticipated. 

15. Regarding claims 29, 30, 33, 37, and 56-59, Lo discloses (29) an article comprising (i) 
and abrasive snbstrate layer (column 13, lines 1-5), and (ii) a tacky gel layer, wherein said tacky 
gel layer is in contact with the abrasive surface of the abrastvc substrate (abstract); said tacky gel 
layer comprising (a) a vinyl siloxane containing silicone base resin having a viscosity of from 
about 2000 to 10,000 cps (at 25°C) (column 5, Hues 14-64); and (b) a hydrosiloxane containing 
cross-linking compound having a viscosity of front about 2 to 1000, wheretn the cross-linking 
compound does no, contain a vinyl group (column 6, line 41 through column 7, line 4); and (c) a 
catalyst (column 8, lines 51-59); (30) wherein said abrasive substrate layer is comprised of a 
material selected from: a transition metal, metal alloy, composite compound, or naturally 
occurring material (column 12, lines 62-68); (33) wherein said transition metal is selected from 
the group consisting of: copper, nickel, palladium, tungsten, rhenium, rhodium, and cohal, 
(column 12, lines 62-68); (37) wherein said abrasive substrate has surface abrasions obtained by 
one or more of: surface roughening, plating up, etching, stamping, cutting into the substrate 
surface, molding or sputtering (column 13, tines 1-5); (56) wherein the tacky gel layer comprises 
from about 2.0 to 5.0 wt.% of a cross-linking compound (column 7, lines 21-29); (57) wherein 
said tacky gel layer comprises from about 2.0 to 3.0 w..% of a cross-tinking compound (column 
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7, lines 21-29); (58) wherein the catalyst is a curing catalyst (column 8, lines 51-59); and (59) 
wherein said curing catalyst is a platinum containing catalyst (column 8, lines 51-59). 

Claim Rejections - 35 USC § 102/103 
16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

manner in which the invention was made. 
17. Claims 49 and 50 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Lo (US Pat. No. 4,774,111). 

Regarding claims 49 and 50, Lo does not explicitly disclose that the tacky gel layer is 
self-healing. However, it has been found that a chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims are necessarily present - In re Spada, 91 1 F.2d 705, 709, 15 
USPQ2d 1655, 1658 (Fed. Cir. 1990). 

Therefore, if not explicitly taught in the reference, then the teachings would have been 
obvious to one of ordinary skill in the art at the time of the invention. 

Allowable Subject Matter 
18. Claims 3, 4, 10-17, 47, 48, 55, and 61 would be allowable if rewritten to overcome the 
objection (s) and rejection(s) under 35 U.S.C. 112, second paragraph, set forth in this Office 
action and to include all of the limitations of the base claim and any intervening claims. 
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19. Claims 31, 32, 38-45, 60, and 62 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 1 12, first paragraph, set forth in this Office action and to include all 
of the limitations of the base claim and any intervening claims. 

20. Claims 34 and 36 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, first and second paragraphs, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 

21. Claim 35 would be allowable if rewritten to overcome the objection(s) and rejection(s) 
under 35 U.S.C. 112, first and second paragraphs, set forth in this Office action and to include all 
of the limitations of the base claim and any intervening claims. 

22. The following is a statement of reasons for the indication of allowable subject matter: 
Regarding claims 3, 4, 31, and 32, Lo is the closest prior art; however, the reference fails 

to disclose the article of claim 1 or the article of claim 29, wherein an abrasive surface of said 
abrasive substrate layer comprises said material in the form of a powder, particle, granule or 
crystal. Lo only discloses the use of "smooth or rough" substrates, with no teaching or 
suggestion to use powders, particles, granules, or crystals. 

Regarding claims 10, 1 1, 38, and 39, Lo is the closest prior art; however, the reference 
fails to disclose the article of claim 9 or the article of claim 37, further comprising alternating 
regions of tacky gel layer and an abrasive surface. 

Regarding claims 12-17 and 40-45, Lo is the closest prior art; however, the reference fails 
to disclose the article of claim 2 or the article of claim 29, wherein the abrasive substrate layer 
has an abrasive surface comprising dendritic patterned abrasions. Lo teaches regular or irregular 
roughening patterns, with no teaching or suggestion to provide a dendritic pattern. 
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Regarding claims 47, 55, and 60, Lo is the closest prior art; however, the reference fails 
to disclose an additional protective substrate. 

Regarding claim 48, Lo is the closest prior art; however, the reference fails to disclose a 
multi-layer heterogeneous abrasive substrate, as set forth in claim 48. 

Regarding claims 61 and 62, Lo fails to include the article of claim 1 or the article of 
claim 29 in a kit with a probe card. Yamasaka (US Pat. No. 6,130,104) teach a similar kit; 
however, the reference fails to teach or suggest the articles set forth in claims 1 and 29. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J Feely whose telephone number is 703-305-0268. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 

^<^^^ ^ 

Michael J Feely Robert Dawson 

Mav 19 2003 Supervisory Patent E)®mlnsf 
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